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Art Unit: 2854 

DETAILED ACTION 
Claim Objections 

1 . Claim 3 is objected to because of the following informalities: there appears to be 
a typographical error in line 1. -The printing form claim 1- should be -The printing 
form according to claim Appropriate correction is required. 

2. Claim 24 recites the limitation "fluoroalkylmethoxysilanes" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. For the purpose of 
examination, examiner assumes that since claim 23, from which 24 depends, recites the 
use of alkylchorosilanes, applicant means chloroalkylmethoxysilanes instead of 
fluoroalkylmethoxysilanes. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

2. Claims 1-2, 4-5, 7-14, 16-18 and 21-22 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Hess, WO 0021753. The translation of WO 0021753 submitted by 
applicant, US 2002/0035938, has been used to reject the claims. 

3. Regarding claim 1, Hess discloses "a printing form (figure 1, item 10) comprising: 
a surface having inorganically bonded silicon and a pattern composed of 

hydrophilic and hydrophobic regions, the hydrophilic regions having a first chemical 
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state and the hydrophobic regions having a second chemical state differing from the first 
state (see paragraph 46, specifically lines 18-20); 

in at least one of the hydrophobic regions, the surface having silicon atoms, at 
least one organic temninal group being attached to the silicon atoms of the at least one 
hydrophobic region in each instance, the silicon atoms being substituted not only 
exactly with one CH3 group or with one OCH3 group (figure 2, item 30 and paragraph 
52)." 

4. Regarding claim 2, Hess discloses "wherein the surface is made of amorphous, 
nanocrystalline, polycrystalline or crystalline silicon, or a stoichiometric or non- 
stoichiometric silicon ceramic containing oxygen and/or nitrogen (paragraph 37 lines 5- 
7, paragraph 49 and claim 23)." 

5. Regarding claim 4, Hess discloses "wherein, in at least one of the hydrophilic 
regions, the surface has silicon atoms, oxide and/or hydroxy terminal groups and/or silyl 
amine and/or aldehyde terminal groups and/or carboxyl terminal groups being attached 
to the silicon atoms (figure 2, item 30)." 

6. Regarding claim 5, Hess discloses "wherein, in at least one of the hydrophobic 
regions, the organic temninal groups are unsubstituted and/or partially chlorinated 
and/or completely chlorinated and/or partially fluorinated and/or completely fluorinated 
terminal groups (paragraph 52)." 

7. Regarding claim 7, Hess discloses "wherein, in at least one of the hydrophobic 
regions, the organic temiinal groups have fewer than 21 carbon atoms (paragraph 5 
SiOCHa has 1 carbon)." 
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8. Regarding claim 8, Hess discloses "wherein, in at least one of the hydrophobic 
regions, the organic terminal groups are attached by an Si-C bond and/or an Si-O-C 
bond and/or an Si-O-Si-C bond (paragraph 52)." 

9. Regarding claim 9, Hess discloses "wherein, in at least one of the hydrophobic 
regions, silicon atoms at the surface carry a plurality of organic terminal groups 
(paragraph 52. Examiner interprets the claim to mean that there is a plurality of organic 
terminal groups at the surface, and not that each Si atom is bonded with more than one 
organic terminal group)." 

10. Regarding claim 11, Hess teaches "a method for modifying the wetting properties 
of a printing form having a surface with inorganically bonded silicon (paragraph 6), the 
method comprising the steps of: 

bringing the surface into a first chemical state having a first wetting property 
(paragraph 7); 

bringing a portion of the surface into a second chemical state having a second 
wetting property by modifying chemical terminal groups of the surface (paragraph 8); 

organic terminal groups being attached to silicon atoms at an hydrophobic area 
of the surface in such a way that the silicon atoms are substituted not only exactly with 
one CH3 group or with one OCH3 group (figure 2 item 30 and paragraph 52)." 

1 1 . Regarding claim 12, Hess further teaches "wherein either the first wetting 
property is hydrophilic and the second wetting property hydrophobic, or the first wetting 
property hydrophobic and the second wetting property hydrophilic (paragraph 10, lines 
9-13)." 
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12. Regarding claim 13, Hess further teaches "wherein the surface is amorphous, 
contains nanocrystalline, polycrystalline or crystalline silicon, or is a stoichiometric or 
non-stoichiometric silicon ceramic with oxygen and/or nitrogen (paragraph 18 and claim 
15)." 

1 3. Regarding claim 14, Hess further teaches "wherein, in at least one of the 
hydrophobic areas, unsubstituted and/or partially chlorinated and/or completely 
chlorinated and/or partially fluorinated and/or completely fluorinated alkyi terminal 
groups are attached as organic terminal groups (paragraph 52)." 

14. Regarding claim 16, Hess further teaches "wherein the second chemical state is 
brought about by localized processing using a controlled light source so that the second 
chemical state corresponds to an image information to be printed or to a negative of the 
image information to be printed (paragraphs 14 and 15)." 

1 5. Regarding claim 17, Hess further teaches "wherein the chemical state having 
hydrophilic wetting properties is achieved by thermal heating or photochemlcally 
(paragraph 15)." 

16. Regarding claim 18, Hess further teaches "wherein aryl groups and/or alkyI 
groups and/or fluoralkyi groups and/or chloroalkyi groups are attached to the surface via 
an Sl-C bond through photolnltiation of halogenosilanes, alcohols, alkenes or alkynes 
(paragraph 52)." 

1 7. Regarding claim 21 , Hess further teaches "wherein aryl groups and/or alkyI 
groups are attached to the surface via an Sl-O-C bond as a result of reactions of 
primary alcohols and/or secondary alcohols and/or aldehydes (paragraph 52)." 
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18. Regarding claim 22, Hess further teaches "wherein the reaction is initiated and/or 
accelerated by the action of light (paragraph 52)." 

19. Claim 25 is rejected under 35 U.S.C. 102(b) as being anticipated by Kobayashi et 
al. (US 6.294,313)." 

20. Kobayashi et al. disclose "a printing form (figure 1c) comprising: 

a surface having inorganically bonded silicon and a pattern composed of 
hydrophilic and hydrophobic regions, the hydrophilic regions having a first chemical 
state and the hydrophobic regions having a second chemical state differing from the first 
state; 

at least one of the hydrophobic regions having silicon atoms at the surface having at 
least one organic terminal group attached thereto, the at least one organic terminal 
group including one of: at least one organic group other than CHaand OCH3; a CH3 
group and at least one further organic group; and OCHsand at least one additional 
organic group (see figure 1c, specifically organic group R)." 

Claim Rejections - 35 USC § 103 

21 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all • 
obviousness rejections set forth in this Offlce action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

22. Claims 6, 10 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hess. Hess teaches all that is claimed as stated above in the rejections of claims 
1, 5 and 14. Regarding claim 6, Hess does not specifically disclose that "wherein, in at 
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least one of the hydrophobic regions, the organic terminal groups each have a chain of 
a plurality of carbon atoms, to which CH3 or CF3 groups are attached." Hess does 
disclose in paragraph 52 the use of alcohol, and gives the example of methanol. 
Examiner notes that if a larger chain alcohol is used, e.g.. ethanol or propanol. a 
plurality of carbon atoms would occur in the terminal groups. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to use a longer 
chain alcohol in order to increase the hydrophobicity of the hydrophobic region. 

23. Regarding claim 10, if isopropyl alcohol is used, three methyl groups will be 
attached to a Si atom. It would have been obvious to one of ordinary skill in the art at 
the time of the invention to use a longer chain alcohol in order to increase the 
hydrophobicity of the hydrophobic region 

24. Regarding claim 15, claim 14 stands rejected as above. Hess does not 
specifically disclose "chains of a plurality of carbon atoms." However, as stated above 
in the rejection of claim 6, if longer chain alcohols are used, a plurality of carbon atoms 
will be in the chain. It would have been obvious to one of ordinary skill in the art at the 
time of the invention to use a longer chain alcohol in order to increase the 
hydrophobicity of the hydrophobic region 

25. Claims 3, 19. 20, 23 and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hess in view of Kobayashi et al. 

26. Regarding claim 3, Hess discloses substantially all that is claimed as discussed 
in the above rejection of claim 1 . Hess also discloses that the printing form is in the 
form of a printing plate or printing cylinder (paragraph 37) and that the surtace has an 
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amorphous film (paragraph 38). However, Hess fails to disclose that the printing form 
specifically comprises a metallic carrier. Kobayashi et al. disclose a printing form for 
use in printing which contains a metal substrate (column 22, lines 4-6). It would have 
been obvious to one of ordinary skill in the art at the time of the invention to use the 
metal substrate of Kobayashi et al. in the invention of Hess in order to have a stronger 
printing plate. 

27. Regarding claims 19 and 20, Hess discloses substantially all that is claimed as 
discussed in the above rejection of claim 1 1 . Hess does not specifically teach the use 
of trimethylsilyl derivatives, namely the recited limitation of claim 20: using 
hexamethyldisiloxane or hexamethyldisilizane. Kobayashi et al. disclose the use of 
such compounds (organopolysiloxanes) for use in making hydrophobic regions on a 
printing plate (column 8, lines 41-47). It would have been obvious to one of ordinary 
skill in the art at the time of the invention to use the compounds of Kobayashi et al. in 
the method of Hess in order to create a more hydrophobic region on the printing plate. 

28. Regarding claims 23 and 24, Hess discloses substantially all that is claimed as 
discussed in the above rejection of claim 1 1 . Hess fails to disclose the use 
alkylalkoxysilanes, alkylaminosilanes and/or alkylchlorosilanes, nor does he disclose the 
use of alkyltrimethoxysilanes and/or chloroalkylmethoxysilanes as further specified in 
claim 24. However, Kobayashi et al. disclose the use of chlorosilanes for attaching 
functional groups to a silicon surface on a printing plate (column 8, lines 41-47). It would 
have been obvious to one of ordinary skill in the art at the time of the invention to use 
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the compounds of Kobayashi et al. in the method of Hess in order to create a more 
hydrophobic region on the printing plate. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua D. Zimmemian whose telephone number is 571- 
272-2749. The examiner can nomrially be reached on M-R 8:30A - 6:00P, Alternate 
Fridays 8:30A-5:00P. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Hirshfeld can be reached on 571-272-2168. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://palr-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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